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The Bxamincr i 



TO RM ARKS 

. rejected claims 1-42 under 35 U.S.C. §103(a) as allegedly bcmg 
ApplieantsrcspeetCuUyuaversethc§103(a)rejecUcnswithtHe«^ 
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ThoBxaminorrci.c«dclai,n.l-4iunder35U.S.C.51D3(.)asaU.gca.ybd„g 

„„pa»,«ablccv.rOershm^ i.. vUw of B»ctaane,al. (US 2002/01239.9). 

Applicants «spocrullyco»te«d .tat claims 1.7. 11. 15. 19.23. and 25 arc no. 
„„pa,cn.ab>covc.OcrsUn,anin view ofB™ctanan.bcca„soOe.h«aninvi.«orBro*n>,. docs 

„o..cacho,.o«8cs.cach»,dcv„yfea.urcorclai»sl.7.1U5.19.23.and25.Fo,cxa.p,c. 
Oershn.aninvic.ofB— docs«o..cachors„g6.s..bcfol.owi„gfcamrcsofdaims.,7. 

U, 15, 19.23, and 25; 

..go„cra.taS a report responsive *e — ; a,>d ... providing «,o r^ort .o a. least two 
clien.sof.hc service provider; whorcin.hcac.sof analysing, generating, and providing 

arc performed by a management service", 
whe^n the report is responsive to 0.0 oatconre dcdved from ^alyzing the infonnarton on U,e 

service provider's: 

1) characteristics (claim 1); 

2) performance (claims 7 and 19); 

3) security (claims 1 1 and 23); and 

4) availability (claims 15 and 27). 

ThcExaminera^.es.ha,Ocrshman. col. 34. lines 8^2discloses.hepr.ecdingfcan.,.s 

of claims 1, 7, 1 1 . 15. 19, 23. and 25. 

,n response, AppKcnU note that in Gershman. col. 34. lines 8^2, the report is in 
response to a ,o,nest by a nser for a produc. report about prcdnct X (see Oershm^., col. 34. lines 
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„r.H.pr<,a„.X.y«sc.wh„*«vcp.vio.s,y..=<..cp,oa.c.X(secCc.*™,.,eo,.34.„»es 

95-16 38-42). Thus. AppliKintsrcspcclfully contend that: 

■ A) Gchman, CO.. 34. Uncs S.42 doc not disclose that the user req-caUng .ho report a 
c„e„..f «.e«rvicpr.v,der.aare,uiredbyc,aln« ..7. U, ,5. 1».23.and25. 

B) Oershman. col. 34, «nc. do« not diaCo. tha, thorepor. i, provided to at .0... 
.„„eH.nUof.V,oscrvicoprovidar,asrcui,edbyc.ai,nal.7.»,.5.l9.23.and25(i.., 
Ocrsh,™,ndlsc,oac.t.eon,yrcceiverof.hcrepo«.obo.>.eo„ow.»r=,n«t«,«,orcport). 
OQorah.nan.co..34..,ne.8^2doesno.d.c.o.e.ha..horcportisrosponsivo.oU.c 

„„tco,„o derived rromanalyzingmcinfonnation on the service providcr-a: 

1) characteristics (claim I); 

2) performance (claims 7 and 19); 

3) security (claims 11 and 23); and 

4) availability (claims 15 and 27). 
Cerah™«.diseioa«on>ythatthercpor.pc,taina.ora.ing.heprod«otX>.yusers»ho 

Haveprovioua,yn,tedthoprodue..G..hwind„eanotdiac,os.wha.aapectaof.hoprod.,c.X»rc 

„....Oc..™andocano.dise,ose.Hatanyinfor.adon.bour..cproviderofproduc.X.a,nihe 

„p„«. indeed. Oc,ann>an diaeiosea only that the report includes r,«ngs of the product X. and 
Ge.a,unandoesno.diae.oseU.at.herepor.i„e,udesra.in«aorthep.vid.rofproductX. infect. 

netshwludoeanotevendisc,ose.hat,h.providcrot.h.produ«Xiaase,viecprovider; indeed. 
^„ieanuasse«*atap™viderof.produetxisrcaso„ab.,inrerredu>be.prod„ctprovidcr 

and not a service provider. 
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in addition. Gershman docs not disclose the following feature of d^^^^ 
23. and 25: gathering infonnation about a service provider's: 

1) characteristics (claim 1); 

2) pcifotniance (claims 7 and 19); 

3) security (claims 1 1 and 23); and 

4) availability (claims 1 5 and 27). 

Applicants .ss^ .ha. there is no di«teuro™ywh«ctaG«rstaanrel.«ne»8a.h«ring 

i„ro™pUonata«.a«rvicep»vidcr'soharact«ristics.p.rfo,.a„...«c,mty.orav^ 

The Examiner argu.. that Gcntaan discloses U« preceding first fca.»re of claims 1,7. 
U ,5.,9,23.a„d25iaQ»shn,an'sabs,r.c.;HGSlAandlB.aodcoU4,li.,csM2. In 

rcspo^e. Applicants mainUio that Ocslunan's abstract, PIOS .A and ,B. and col. 34. lines 8^2 
,ocs„o.disclo»8a.hcringinf„nua.ionab„u..se.viceprovider-soha,acteris«cs.p^^^ 

security, or availabilily. Applicants note that GcaHnan, col. 34, lines 8^2. discloses an 
algorithm for de^mtimng d.c pet^nalizod product ratings of a t.er. which is nnrcla.«l to tho 
prcc^itagfirst feature of daln^ 1.7.11.15, 19,23,and 25. Tbciixamincrhasbcenunableto 

cite specific language in Gc^hman that allegedly discloses information about a s^ 
provider's characteristics, perfoimance, security, or availability. 

In addiUon,Gershm»,doesnotdiscloso.he following feature of ctaims 1,7, 11. 15. 19. 
23. and 25: analysing, .o provide outcome, the intotn,..ioa on the service provider's: 

1) characteristics (claim 1); 

2) performance (claims 7 and 19); 
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3) security (claims 1 1 and 23): and 

4) availability (claims 15 and 27). 

or suggest the preceding fcalure of claims 1.7. 11. 15. 19, 23. and 25. 

,„ "Response to Arsuments". tho E^a-niner su,lcs: -IIk «.n,bina«o„ of 
Gersh..~«..c.c..lydUc,oso.h..aU,enn,iofo™a«o.a«a,,^.i..«-^^^^ 
„ap™vidi„..ho.n=por«,ocUe„U.Obvio«sly.,he steps a,ch,«insic.omcropor..a 

p™cess,.„d«,as.bcoo™p.e«dl>efo«.,yfonnof,epottma,beissued.SineeOc..,nan 
aise,osesane,,ensivep»duo,^ie«be,i..iogineo.u.„.34.1tUse.f<vide„..ha.me.^^ 
.r,bep™d»c.™s.betela.od»>^appUeablc to *cp»duc.itsc,r.Usln.U.e same steps as 
aise.osedbyGetshma..ono„fordi,urysWim.hearteouWe.sUyn-od,fy«.eGe,shma„ 
taction .oade,u.tclyandoon>ple,clydi,closc.hetasla.tinvention.ln.hls ease, 
eba™.terU.ies,perfonnaneo,securUyandavai.a™yofa.,.SP/ASP«ou,dbe.ppropriate 

descriptor ortho produet/serviee, as is the ftanaewo* described by Gersb„,a„." 

I„„sponscApp.,ca„,smai„.aln.ha.mepreeedi„gare.ne„tby.heExa«i„erisn„more 

speeulation. since tbe Exan.ioet has no. provided any evidence f»n, Ge«hn,an or elsewhere 
inO.er.rior attto support .bepreoedingarBun,««bytheExan.i„cr,Morcovcr.Applicanu 

respeetfnn, contend tba, the Examiner's allegadon tbaf^e first th.« steps arc intrinaic to tbo 
rcporti„6Proeess.and»„stbeeompletcdbefore any font-oft^ot maybe issued- isineorrect. 

.„ Gc.bn.an, col. 34. lines 8^2 whidtdcseribes generating a report, is analyzed is only tbo 
pr^mcofna^ who have previo»slyratedproductX.wMebdoesno.satisry.be,«,»iren.c„tin 
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1) characteristics (claim 1); 

2) performance (claims 7 and 19); 

3) security (claims 11 and 23); and 

4) availability (claims 15 and 27). 

on tMprcocding argument, Applicants tcspcc.Mly .naimau, .ha. data. 1. V. U. 
,5..9.23.».d25.ro„o.^pa.e„.ab,ocverGc^a„tavi^ofG«*™n.and.ha.c,ahns.. 

7 11 15 19 23, and 25 arc in condition for allowance. 

Since clatas 2.6 d^pcnd flon. c,a™ ., AppHc...a c»n«.d clatas 2^ a. HV^^^ 

condition for allowance. 

Si,>« clain.. 8-10 «,d 31 depend r«.m data 7. AppUe«..s contend d,a. dataa 8-10 are 

likewise in condition for allowance. 

Since clataa .2-14 and 33-34 d^cnd ftom data .1, Applicant comend .i». Catas 12- 

14 and 33-34 arc likewise incondllioo for allowance 

Since claims l(i-18 and 35-36 depend f«m data 15, AppUcan« contend .ha. claims IS- 
IS and 35-36 are likewise in condiUon for allowance. 

Since daims 20-22 and 37-38 depend ftom dai.n 19. Applicant contend .ha. elai,ns 20- 

22 and 37-38 arc likewise in condition for allowance. 

Since claims24-26and39-40dependftom claim 23.AppHcantscontcnd that claim.24- 

26 and 39-40 are Ukewise in condition for allowance. 
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^ fctures .pccifc .o CaUns 3M2. 11,0 Examiner argue ^m .h. features sp^ific .o Cam., 
31-42 

found in *c nonf«K«ona. descripd« materia. »c „o. tooUo^aUy 
involved in m« a»ps r«Ucd. The informaliou ee,,co.ion and storage steps would be 
perront»d.hesametegardIcssoftl.odaU.Tl,m..hisdescriptivematcnaw,llno 

distinguish «,= e.ain,ed invention Son, UtepHor a« in tenns of pa^»b..,.y. sce^, . 
rM.l703F.2dl38.,1385,217USPQ401.4«4(Fcd,Ci...9S3),/»«/--..3F.3d 

1579 32USPQ2dl031 (Fod.Cir. 1994),...-n.eroforc,Uwouldhavebcenobv>oasto a 
pe™'nofonJinarysU.ii«thea«s..he,imeti.einven.ionwas«adc.ocoUectftom^^^^^^ 
Licep«vider.nyt,pe«fsecumyinronnatio.p,,ronnancoinfo™a.io„,andsU,,^^^ 
.naly»is.her»r.beca»sosuohda.adocsno.lUncUon,l.,..ia.e.oti,es.^s,nmen,ell«d 

elaimcd and becaos. the subjecUveinten.r.tationofa>odaU does not patcutably 
distinguish the claimed invention." 

,„ response. Applicants con.end.hat the f.a«.res spccife to Caints 3,-42 most certainly 
,in,iu.ions on method steps of claims 31-42. F» example. cUim 3. recites the limitation., 
••wherein the information on pertonnaneeofthe application service p.ovider includes 

infonnaUon about responsiveness of me app.icaUon service pn>vider". Thus claim 31 .«,uires 
.,0 step of "gathering informaUon on performance of an application service provider" to include 
«inrorma.ionabou.respo„sivenessofthe.pplicauo„servieeprovider.whlchismost 

cer.ainly a limitaHon on the "gatheHng informadon" s.ep. Similarly, claim 31 ,«.»ires the step 
ofanalyzingtheinformation to pn^videan outcome" to ineiudoanaly^nginformaUon about 

.espon^vencss of the application service provider to provide an outcome, which is mos. certainly 
a limittttion on the "analyzing infonnation" step. 
Serial No.: 09/810.629 
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^ not ™p«lcnublc over Gershman in vi«, of Broctaan. 
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